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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF
THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
)X Responsive to communication(s) filed on 9/16/2010.
[] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon ____.
2a)[] This action is FINAL. 2b)[X] This action is non-final.

3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on
___ ;therestriction requirement and election have been incorporated into this action.

4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5[ Claim(s) 1-10is/are pending in the application.
5a) Of the above claim(s) is/are withdrawn from consideration.
6)[] Claim(s) is/are allowed.
7)X Claim(s) 1-10 is/are rejected.
8)X] Claim(s) 1 and 7 is/are objected to.
9] Claim(s) are subject to restriction and/or election requirement.
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a

participating intellectual property office for the corresponding application. For more information, please see
hitp/hwww usplo gov/patents/init_events/peh/indax.jsp or send an inquiry to PPHieaedback@uspio.qoy.

Application Papers
10)[X] The specification is objected to by the Examiner.
11)X] The drawing(s) filed on 9/16/2010is/are: a)[X] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)J Al b)[] Some** ¢)[] None of the:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) IZI Notice of References Cited (PTO-892) 3) |:| Interview Summary (PTO-413)

. . Paper No(s)/Mail Date. .
2) x Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b)

Paper No(s)/Mail Date 9/16/2010. 4) [X] Other: Detailed Action.
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1. The present application is being examined under the pre-AlA first to invent
provisions.
DETAILED ACTION
Information Disclosure Statement
2. The listing of references in the specification is not a proper information disclosure
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other
information submitted for consideration by the Office, and MPEP § 609.04(a) states,
"the list may not be incorporated into the specification but must be submitted in a
separate paper." Therefore, unless the references have been cited by the examiner on
form PTO-892, they have not been considered.
Specification
3. The specification is objected to an inoperable. Specifically, there is no evidence
in the corpus of nuclear science to substantiate the claim that nickel will spontaneously
ionize hydrogen gas and thereafter "absorb" the resulting proton. Note that the reaction
Ni(p,7)*°Cu is known and has been experimentally observed, it is in context of an
accelerated proton beam into a nickel target. The element of acceleration is necessary
in this matter — it is the only way for the proton to overcome the basic Coulomb
repulsion between the proton and the nickel nuclei.
4. There is presently no peer-reviewed evidence to demonstrate the spontaneous
fusion of nickel and protons. Additionally, one of ordinary skill in the art would be
skeptical that the reaction could occur as claimed because no element overcomes the

natural Coulomb repulsion between the interacting nuclei.
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5. Additionally, the Examiner notes that if the reaction occurred as claimed by the
Applicant, it would also spontaneously occur in nature. This would lead to two important
results: first, as a natural phenomenon, it would not be patentable subject matter
second, the ambient supply of hydrogen would cause any sample of nickel to
automatically undergo the reaction - a reaction which would produce damaging - and
noticeable - gamma emissions. No such emissions have ever been observed.
6. Accordingly, the specification and all claims are found to be inoperable.
Claim Objections

7. Claims 1 and 7 are objected to because of the following informalities: There is
no such thing as a "hexothermic" reaction. Appropriate correction is required.

Claim Rejections - 35 USC § 101

8. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may obtain a patent
therefor, subject to the conditions and requirements of this title.

9. Claims 1-10 are rejected under 35 U.S.C. 101 because the disclosed invention is

inoperative and therefore lacks utility. The claims are rejected for the reasons disclosed

above.
Claim Rejections -35USC § 112

10.  The following is a quotation of the first paragraph of 35 U.S.C. 112(a):

(a) IN GENERAL.—The specification shall contain a written description of the
invention, and of the manner and process of making and using it, in such full, clear, concise,
and exact terms as to enable any person skilled in the art to which it pertains, or with which it
is most nearly connected, to make and use the same, and shall set forth the best mode
contemplated by the inventor or joint inventor of carrying out the invention.
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The following is a quotation of the first paragraph of pre-AlA 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the
manner and process of making and using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set forth the best mode contemplated by the
inventor of carrying out his invention.

11.  Claims 1-10 rejected under 35 U.S.C. 112(a) or 35 U.S.C. 112 (pre-AlA), first
paragraph, as failing to comply with the enablement requirement. The claim(s) contains
subject matter which was not described in the specification in such a way as to enable
one skilled in the art to which it pertains, or with which it is most nearly connected, to
make and/or use the invention. Specifically, any claim that is inoperable is necessarily
non-enabled. In re Swartz, 232 F.3d 862 (Fed. Cir. 2000).

Claim Rejections - 35 USC § 103
12.  The following is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the
invention was made.

13.  The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148
USPQ 459 (1966), that are applied for establishing a background for determining
obviousness under pre-AlA 35 U.S.C. 103(a) are summarized as follows:

1. Determining the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the claims at issue.

3. Resolving the level of ordinary skill in the pertinent art.
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4. Considering objective evidence present in the application indicating
obviousness or nonobviousness.
14. Claims 1 and 7 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over Butler et al., "Radiative Proton Capture by Ni*®, Ni*®®, and Co>."
15.  Notwithstanding the inoperability of the claimed device, the reaction itself is
obvious over Butler. Note, the Butler device uses the more traditional method of
nucleosysynthesis which employs accelerating protons into a stationary target.
However, even if the alleged reaction could occur, one of ordinary skill in the art would
understand that the reaction would be subject varying the basic reaction parameters.
16.  Accordingly, claims 1 and 7 are rejected as obvious over Butler.

Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to SEAN P. BURKE whose telephone number is (571)270-
5493. The examiner can normally be reached on Monday-Friday, 8:30 AM to 5:00 PM..

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Jack Keith can be reached on (571) 262-6878. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/S.P.B./
Examiner, Art Unit 3646

/JACK W KEITH/
Supervisory Patent Examiner, Art Unit 3646
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